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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days v^ill be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 29 December 2003 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 26-50 is/are pending in the application. 

4a) Of the above claim(s) 28,29,31-33.40,48 and 49 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |E1 Claim(s) 26.27,30.34-36,38,39.41-47 and 50 is/are rejected. 

7) [S Claim(s) 37 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction Is required If the drawing{s) Is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)|E|AII b)n Some*c)n None of: 

1 .D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) K Notice of References Cited {PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) 13 Infomiatlon Disclosure Statement(s) (PTO-1449) Paper No(s) 12. 6) □ Other: 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1 1-03) Office Action Summary Part of Paper No. 1 6 
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Election/Restrictions 

1 . This application contains claims 28,29,31-33,40,48 and 49 drawn to an invention 
nonelected with traverse in Paper No. 7. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1.144) 
See MPEP§ 821.01. 

Drawings 

2. The drawing changes filed Dec. 29, 2003 have been approved. Applicant is 
required to submit Formal drawings in reply to this Office action. Failure to timely 
submit the proposed drawing correction will result in the abandonment of the 
application. 

Specification 

3. The disclosure is objected to because of the following informalities: There is no 
brief description and detailed description of the new figures. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

5. Claim 26-27,30,34-36,38,39,41 ,42,44-47 and 50 are rejected under 35 
U.S.C. 102(b) as being anticipated by WO 97/14326 (Polegato). 
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Polegato teaches a breathable shoe and the method of making the shoe 
substantially as claimed including an assembly having an upper and a breathable lining 
(11,12; 311,312; 401,402), at least one waterproof and breathable membrane (15,18; 
315,318; 405,408) connected with said breathable upper (see figures 1,5,7,8), a 
perforated elastomeric sole (13; 313; 403) having through holes, joined to the upper and 
sealed perimetriclly to said membrane, a protective element (16; 316; 406) which is 
resistant to hydrolysis, water-repellent, breathable or perforated made out of Kevlar 
fabric, spot gluing the upper to the lining, wherein said sole is joined by hydrolysis- 
resistant adhesives or high-frequency welding, wherein the sole is injection molded. 
Regarding claim 27, see page 6, lines 20-24. Regarding claim 38, see figure 7 which 
shows the protective element (31 6) that is tapered and with the same perimeter as the 
membrane (315,318). Regarding claims 45 and 50, applicant teaches both methods of 
initially attaching the membrane to the upper assembly, then to the outsole and vise 
versa. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over Polegato 
'326 in view of US 4617745 (Batra). 



Application/Control Number: 10/009,482 Page 4 

Art Unit: 3728 

Polegato teaches a shoe as claimed (see the rejection above) except for a 
supporting mesh layer. Batra teaches providing a sole with a supporting mesh layer to 
provide structural support to the breathing area. It would have been obvious to provide 
the sole of Polegato with a supporting mesh layer, as taught by Batra, to provide 
additional stmctural support. 

Allowable Subject Matter 

8. Claim 37 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

9. The rejection under Polegato '326 and *177 has been withdrawn in view of 
applicant's amendment. 

10. A new rejection under Polegato '326 has been applied. The rejection has been 
slightly changed in view of applicant's amendment. 

1 1 . Applicant's arguments with respect to claims 26-50 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

13. Information about your application can be obtained at the PTO Home Page at 
www.uspto.qov . Telephone inquiries regarding the status of applications or other 
general questions, by persons entitled to the information, "should be directed to the 
group clerical personnel and not to the examiners. In as much as the official records 
and applications are located in the clerical section of the examining groups, the clerical 
personnel can readily provide status information without contacting the examiners", 
M.P.E.P. 203.08. The Group clerical receptionist number is (703) 308-1 148. T 

In order to avoid potential delays, Technology Center 3700 is encouraging 
FAXing of responses to Office Actions directly into the Center at (703) 872-9306 
(FORMAL FAXES ONLY). Applicants who authorize charges to a PTO deposit account 
may also use it for filing papers that require a fee. Please identify Examiner Ted 
Kavanauqh of Art Unit 3728 at the top of your cover sheet. 

If in receiving this Office Action it is apparent to applicant that certain documents 
are missing, e.g., copies of references cited, form PTO-1449, form PTO-892, etc., 
requests for copies of such papers or other general questions should be directed to 
Tech Center 3700 Customer Service at (703) 306-5648, email 
CustomerService3700@uspto,qov . 
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Any inquiry concerning tine IVIERITS of this examination from tine examiner 
should be directed to Ted Kavanaugh whose telephone number is (703) 308-1244. The 
examiner can normally be reached from 6AM - 4PM. 



Ted Kavarjadgn— 
Primary Examiner 
Art Unit 3728 



TK 

January 30, 2004 



